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STATEMENT OF JURISDICTION 


This is an appeal from the April 1, 1966 Judgment 
(C.T. 118)* of the United States District Court for the District 
oy Oregon adjudging that Claims 1, 6, 8 and 11 of Pickrell pat- 
ent No. 3,033,150 (PX 1) are invalid. The District Court case, 


Civil Action No. 63,109, was an action for infringement of the 


patent. 


The jurisdiction of the District Court was admitted 
by the parties and found in the Pretrial Order, Section III, 
Pasagraph 1, (€.T. 98) and was e@mferred om the Court by 35 


Wo. c. , S20 Ll: 


"A patentee shall have remedy by civil 
action for infringement of his patents." 


mid 20 UiS.C. 1338(a): 


"The district courts shall have original 
jurisdiction of any civil action arising 
under any Act of Congress relating to pat- 
entsiaees” 


* As hereinafter used, references to the Clerk's Transcript of 
the Record are indicated by "C.T."; references to the Re- 
pOnter S Transcript are andavcaced by Roi, 7sand meferences 
to Plaintiff's and Defendant's exhibits are indicated by "PX" 
and "DX", respectively. 


A timely notice of appeal from the District Court 
Judgment was filed on May 17, 1966 (C.T. 136) within the time 
feumittced by 28 °0.S.C. §2107. This Court has Jurisdiction of 


the appeal by virtue of 28 U.S.C. §§1291 and 1294, 
STATEMENT OF THE CASE 
Parties and Origin of Action 


RPTZ-PATCO, INC., the plaintiff in the District Court 
and hereinafter referred to, alternatively, as PATCO or APPEL- 
LANT, is tne owner of Pickrell patent No. 3,033,150, the patent 
in suit. Ownership of the patent by PATCO was a fact agreed to 
by the parties and found in the Pretrial Order, Section Lai, 


Paragraph 2 (C.T. 98). 


PACIFIC INLAND NAVIGATION COMPANY, INC., the defendant 
in the District Court and hereinafter referred to, alternatively, 
as PACIFIC or APPELLEE, was sued by PATCO for infringement of 
the Pickrell patent No. 3,033,150 by a Complaint filed in the 
District Court on March 21, 1963 (C.T. I)o in the Complaint, 


PACIFIC was charged with the unauthorized making and using of 


barges incorporating the invention which forms the subject mat- 
ter of the patent and the relief asked was an injunction against 
further infringement, damages [with an increase if the Court was 
persuaded that the infringement was willful] and reasonable at- 
torney's fees. PATCO designated Claims l, 6, 8 and 11 as those 
which were to be relied upon in the District Count to support the 
charge of infringement in the Interrogatory Answers filed in the 


Mestrict Court Feoruary 8, 1965 (C.-T, S6). 


Following trial, the District Court, om! Marci Si 19660, 
filed its Opinion (C.T. 118), incorporating its findings and con- 
clusions that the Letters Patent in suit was invalid,.and on 
April 19, 1966, a Decree of Dismissal (C.T. 134) was entered. 


This appeal is from the Decree of Dismissal. 
The Invention of the Pickrelil Patent 


Pickrell patent No. 3,033,150, hereinafter referred to 
ae othe Picknell patent, is for a baxge comprising 2 Gombination 
of elements interrelated to provide an improved construction cap- 


able of efficiently handling multiple cargoes (e.g., grain and 


petroleum), either separately or simultaneously. Tne invention 
©_ the patent xsesides, primarily, in the coneépc of providing a 
V-shaped cofferdam in the hull of a barge in such a manner as to 
separate the hull into an upper self-unloading cargo hold having 
a lower wail defined by the upper wall of mre cofferdam and a 
lower cargo hold having an upper wall defined by the lower wall 
of the cofferdam and separated from the upper cargo hold by the 
void provided between the upper and lower walls of the cofferdam. 
The claims in suit (1, 6, 8 and 11) all define combinations em- 


bodying this basic concept. 


Barges constructed according to the invention of the 
Pickrell patent are characterized in that they may carry effici- 
ently either bulk cargoes, such as grain, salt and the like, or 
liquid cargoes, such as oil, gasoline, liquid fertilizers; or 
both types of cargo simultaneously. Bulk cargoes are carried in 
the hold above the cofferdam and thus, due to the V-shaped lower 
wall of the hold defined by the upper wall of the cofferdam, 
"self" or gravity unloading of the bulk cargoes is faciiitated. 
Liquid cargoes are carried in the hold below the cofferdam where 
they are separated from any bulk cargo which may be contained in 


the hold above the cofferdam by the walls of the cofferdam and the 


void provided therebetween. As a result of the lAveemuencesee 
teristic, liquid cargoes are effectively isolated from bulk 
cargoes to the satisraction of standard safety requirements, 
such as tne Coast Guard Regulations, and cross contamination be- 


tween bulk and liguid cargoes is prevented. 


The District Court, in its Opinion, aptlvyedecendi eq 


the attributes of the invention as follows (C.T. 118-119): 


"The cofferdam operates to keep the dry cargo 
separate from the space underneath which was 
designed for liquid storage. The design per- 
mits each cargo to extend to the weather deck, 
thus maintaining a low @eencer of Gravity. The 
V-shaped design for the dry cargo is particu- 
laedy useful in loading anc Unloading yg cara, 
The cofferdam allows access to the void space 
from either side of the vessel and a clear view 
of the entire interior may be had from certain 
vantage points. .." 


Prior to making the invention of the Pickrell patent, 
Mr. Hugh E. Pickrell, Jxr., the patentee, had been employed since 
1946, in various capacities in the construction and maintenance 
of barges and towboats for the North Shore Boatbuilding Co. and 
its associated or predecessor companies (R.T. 46-47). During 


tnis employment, Mr. Pickrell observed shipping on the Columbia 


Paver ang LES tribucaries and became aware that petroleum was 
ipewcally Loaded on banges Gm the “Portland Area” and unloaded 
at its destination, namely, Umatilla, Oxegon and at Posco, 
Wereinangeon (RiP. 50). Mr. Pickreill alse Became aware, ecusimag 
this period, that wheat barges were used on the river (R.T. 51) 
and realized the desirability of constructing a barge which 
would be facilitated to carry both, or either, petroleum and 
wheat. t the trial, Mr. Pickreli stated that "we had always 
wanted to build a barge that would go in both directions and 
@2ecy a pay. load in both directions and also unload Che soreque: 
Pe muccy"” (R.T, 53). It Was pedlized ehat such a bance would 
avoid the necessity of having different barges for use in ship- 
ping grain and petroleum, respectively, and the proplems and 
expense encountered in returning these barges from their desti- 


Batlons an empty condition. 


It was with the foregoing background that Mr. Pickrell 
conceived the invention of the patent here in controversy. He 
Benet) Made a sketch illuscracing the concepe (Rav 5o)monc chen, 
over a period of about two months, worked with Billi Buss, the 
draftsman for North Shore Boatbuilding, to design a barge embody- 


mee the 2nvencion (R.T. 56)5 Atuer the designece eke barge, Tide: 


wearer Barge Lines, under Mr. Pickrell's auspices, caused two 
lasges co be built incorporating the invention a® an investmenc 


eemecocuc SOOO 000 (R.T. 83-87). 
fmiemAre Prior to the Invenilon of the Pieckreall Patent 


Petoe EO che invent2on of Lhe Pickrell macene meme 
Cemeleoea body Of art relating to barges anc other vessels de= 
Signed for the shipment of both single and multiple cargoes 
eoccead. Of this art, that pertinent co the invention or ne 


Pickrell patent may be categorized as follows: 


fee ine gravity unloading dry cargo hold ari, as typitied by 
the following: 
Barge R-76 (DX 37-2, -3, -4) 
Barge R-27 (DX 66 and 67) 
Barge R-21 (DX 66 and 67) 
Pacem 2 Cog ne7 am a56) 
Nr otemem 20s) tO smteGre) 


Drawings for the "Sinclair-Petrolore" (DX 2) 


Tn - _t The, ey oo “~ = a5 Se 
Tne United Staces Coast Guard Regqulatioms for 
z 


aca 


Hy 


€ in cacecory 2 SMows sarges haying V—- on Wi 


Hy 


Seeaeec gravity unicading Gry céxngo holds, both wen end Wwirhole 


Sumps £0 cargo collection purposes. The V- of W-snepe 


Shown in this art are defined by single walis, or buikheads, 
ana certain ere designed for the storage of licewiG such as 


ballast water, therebeneath. This art does not, however, Maxe 
any Gisclosure of a barge combination employing a V-sKaced cot- 


rerdam wherein the upcer surface of tne cofrerdam defines 


nu 
ion 
¥ 


O22 eabk cargo Aolé and ne lower suxface ci he coste rca ace ines 
meme uccer wall of a liGuid caktoo Held. Fox that meecer 


makes no showing Wnatsoever of a V- o¢ W-snapec cofteracan. 


Tne act in eategory II skews, of siilegeets, ure ameloy— 
ment of horizontal and/or vertical cofferdems between aGiacent 
Gar@6 MOlGs of a barge. Tne Coast Guard Reguiatieoms Eczmang a 


tn = < en eS Sal ee es _ = SB ee LA uy =a 
pare (yee Tes pet, SEWUISTyGiSIe (Gis TOR ENS ea MEaAMnLnGg OF cine wei (QO) Stes 


Sem wend ene Circumstances under which cotferdams aze required 
Peewee anjacent holgs. These Regulations, in ehei= aooeucdix, 


even iilustrate exemplary forms of horizontal and vertical cof- 
erdams. Tnere is no teaching, however, in these Regulations 
Seemany OF the Ocher act £n category if of ao V- or W-shnaped 
Serr retCan, or the desirability of sich a coztferdam, 

The "Sinclaixr-Petrolore" overlaps these categories, 
somewnat, in that its design includes a series of V-shaped single 
skinned ary cargo holds separated from each other by vertical cof- 
Serdams. The cofferdams of this design, however, do not extend 
below the V-shaped cargo holds, nor are they of V-shage. The 
District Court appreciated the limited pertinence of this design 
[jOonene invention, of the Pickrell patent when, in Gemearing cae 
Besson tO the art cited of record against che applacecionerer sence 


Pickoeil pacent, it stated (C.T. i122): 


"Letind ehat he citing of Une Sinelarve-rercetecce 
would not have added anything to the disclosed 
Ome Lor gat ts cy ce 


MNS. aire Categorized above Leprecenes icon up eaceical 
Mictecer, ene EOtality Of the prior act teachings pereiner’e to une 


imvention of the Pickrell patent. No evidence, or testimony, was 


Meerodlced at ehe trial before the Disteict Course £o endicate 
thac anyone, before Mr. Pickrell, had ever seen, or conceives 
Of his invention. The absence of tne invention from the prior 
art was made evident from the testimony of APPELIEE's own ex- 
pert witnesses, Such as Me Mepaulcane a emecasetonal. naval 


architect, who testified in cross-examination as follows (R.T 


YO. Me your Slvudy Or Lose, Scice art, pae-aeor 
did you seé in any one of chem a vessel tnat 
med a hull and Witnin 23.) ful a V=snep-cme 
cargo space witn a V-snaped cofferdam beneata 
Le and & space below that weentncece OU eiete. 
Cacevying of Jiguid cance / 

eee NOG 


Pee Jucgnent of Tnvalidity 


in weighing the claims of the Pickreil patent in issue 
(ee. , Claims 1, 6, 8 and il), the Districe Coure eceaccomics 
Medgmenc aS involving four (4) issues, as seu forsee in cue Opinion 


aeec.®. 120) as follows: 


"lL. Were =nose interested in the prosecution of 
THQ eackcel! Cavenu, bOtn Moraziy ena Legmweiy ce- 
eulred EO Cail the attention of che Patede Office 
to che teachings of the barge Umatilia, the ‘Rus- 
seilPecen tt” and the Drioc RUsse®l pbarcesz 
"ii. Would these teachines, end the Coes= Guard 
ReGUlau Ons, NOe SpeCiiically consitered mace. 
epee: C tO cae MOE LOr Gre  Vasea ene vece sono —— 
ZRCCUGaGr COMNSICEE en WOUlC ste Cone Co3. eee 
nave resulted En Ene 2Ssvance OF a sacene) satee 
Witee SUDStentially narsower Cerne chaneeseme=aI ms 
in suac? 
Milt. Was the Pickrell sseere Obvious wher veewed 
im. cone Ligne Cl ene prior atc end tne c2getest es 
OF Ghe Pickrell patent, weemin Cee teams .ees 155 
UgoeeCurs. Os) (22 Conse ruece 
"iV. When aoplied to uhe taces an Enis cece, te 
SOS BPCESUMPELON LEVOLICS Sheuvalieicy Ce seies Pe 
weil patent Concrolisgo 2! 
The District Coure wesoived issues anc ale sence 
eeicof. 2) ead 123, Yresoeceively).. Thus, tames:cc amore 
mecOurcke held aac PackrelP Sacenc was NOrrie yates sone. 
either or these issues. 
The District Court resolved issue III in 
me, Ds la) as rollow 


tne affirmative 


based its 


Cpeenc 11 


Gity affor 


y co 


"Defendant argues tnat the subject matter of 
Pileicrell and tne prior arc, inciucmmag che 
Coast Guard Reguiations, was such that the 
supject matter as a whole would have seen ob- 
ViOUomeaaeene LIME Of “ENG LNVencIGn, TO ageer— 
Son) Maving ordinary Skill in -the art to wren 
said subject matter pexrtained.4/ I agree. 


a) 


3 


WT aes tS  Ce S103. 

al Daeent may Noe be Obcained Eheucn tinea 
vention is not Sden cs ie disclosed or ces- 
Geiocd a5 see roreh iam ‘S102 of chic Chet ees 
the aifferences between the Sueyece hiecLes 
SGuUCMe co We pecenvced and Enee a tes sare me sc 
such that the subject matter as a whole woud 
have been obvious at the time the invention 
was made to a person NAVENG Grdinary s<2t hee 
the art to which said subject matter pertains. 
Patentability shall not be negatived by the 
manner in which the invention was made," 


Et 15 upon. EHLS COnelesion Thee ene Dusen eee secuee 
holding o£ invalidicy with vresocect coreiemns. ac. 


oz the Pickrell patent. 


Issue IV is concerned with the presumption of vali- 


Ged a patent under the provisions of the first par 


ween 35 U.S.C. $232: 


’ 


"A patent shall be presume ed valiay ~ hechwelaim 
Of 2 pateme (whecher in 2ndegeméen: on Ge0en- 
dent form) shall be presumed valid indepe: adently 
o£ the validity of otner claims; dependent 


Gf Mr. Pickrell, were discussed and Mr. Glosten also had ec- 
Beeoeat PACiite S Main OLftice tO Une Pidewater plars 262) barge 


Bom 8.1. 263). 


PaGizic Ss plan was Consummeaced by Mr. Glosten in 
his desien of the accused barges. While designing these barges, 
Mr. Glosten went aboard Tidewater Barge 36 or 37 in Portland 
feces 2b was being Constructed (R.P. 258=259) 5 Mea Glostemcice 


went aboarda one of these barges when it was completed and docked 


at Umatilla (Ror 260). 


After the design of th@ accused barges, they were con- 
eeruereca by Gunderson Bros. Of Portland. Barge 550 wes conser uc— 
jSeecewrirSst, with Barges 551 and 552 following ~hetearcec meus G5, 
Mr. Glosten was credited with an article appearing in the Pacific 
Merk Boat Magazine of March, 1963 (8X 14), vwegarding yene Success 


eneaereacures of Barges 550, 351 and 552, 


The DISEELGe Courk found ine accused Darges Lo enoody, 


mate. > construction thea Gerinibion of Ene Bietre ey ee venticn 


peentocth in the patent claims here in suiee(@ cto cs and 11) 


cai 32) fm 2eS Conclusion regardang inirvingement, ene 


@ounc also made findings as to the nature of the infringement, 


Pmoulg the claims be held valid on appeal, as follows (Cet. 132)— 


"If the Pickrell patent is declared valid, 
Chen LTevwould@ilavesmo hesitancy any nolaing 


Thae GCerencane vs bavdes | bua iee 


converted 


and operated by defendant infringed Claims 
i, G3 end) Tio: the warent am sui oi 
Che SbecilttCatvons ac seu LOLeEnein canea— 


Geapn 2, subdivasions (a) {by 


(ec) ana ea) 


on pages 8 and 9 of the pre-trial order; 
that the acts of infringement were knowing- 
ly, willfully and wantonly committed and 
thee plaintiff would be enezeled to ianjune— 
Give relael against turenecm nec mcemencom: 


The Questions Involved 


The only questions involved in 
Ipecne District Court's treatment of the 
macer 35 U.S.C. §103 and the presumption 
U.S.C. §282. These issues, as discussed 


Manes, are set forth as Nes. Tri and iv, 


this appeal were raised 
issues of obviousness 
Of Validmey Under 2a 
in the foregoing re- 


respectively, in the 


eo eaten Of the Districr Courct (C)1)) 120) and thercuecctioms caised 


by the District Court's treatment thereof may be stated as follows: 


Sy 

@ 

pe 

=) 
| 


Pee bne ete OS tee rrCOnre ner oi) Heme mocane 
Vermecom Cetaned by Claims 96) Gand Min orwecc 
PECWECIe pocens COVICUS Within Ene CLOVIS sonsuos 


655s SCs OS) ene ey ehere tore punta centa ote, 


Zo) DOtOSrlewbisertce COoure Grr Vo Overs rare 26, 
ene PLCSUn@elOn OL ValieGity which aeGuacnec mec 
Claims 2yw Orme oom Oe coe Pe rocrel Rear eme 


i 


Under ine Sremistons One 25) eo. CW 1s e227 


The following errors are specified as those which will 
pe urged to support this appeal and represent a regrouping of 
BecepOLN SS SCt EOrth 2h AreELEANT S STATEMENT Of POmnts Ce. 


PEAL (APPENDIX I). 


fmm Lae Distyvicte Cour: erred: 


(sein cConeludime chat the 2nvencewon of Ene ere .seie 
patent defined in the claims in suit was obvious 


Wien my sees er OVrs ONS Or) 35 U5 scenes: 


(b) 


Kc) 


tieapplying a handsigie test and relying Once 


hindsight testimony of appellee's expert witnesses 


tOvanelverac this conclusion; and, 


im Surmizing the following tO Support this) coneimn— 


sion: 


Ly 


(2) 


(3) 


"the subject matter of Pickrell and the 
prior art, including the Coast Guard Regu- 
lations was such that the subject matter 
as a whole would have been obvious at the 
time the invention [sic. "was made"] to a 
person having ordinary skill in the art 

to which said subject matter pertained." 
(C223 ir 

The "Pickrell device, when viewed in the 
Jagic Of Ene, decicioOnetn Cune, ane mane 
provisions Of 35 U.S.C. $103, as inter— 
preted in Graham v. Deere Co., supra, does 
HOt, in the last analysis, pertray anycning 
beyond the work of one merely skilled in 
hiseecal lange sce... 127); 

"The creation of such a V-shaped design 
would not require more ingenuity than that 


possessed of a mechanic skilled in the art." 


(C.T. 130-131); [The Court here had ref- 
erence to the V-shaped cofferdam em- 
piteved in the Prckrelleinventionl, and: 

(4) Pickrell's testimony, "the Russell Barges 
and the Russell patent made obvious every 
feature of his design, with the exception 
Of the “corterdame (Cc .T. 232) 

(This error represents a regrouping of Appellant's points 1, 2, 


Byea, il and 17.) 


2. The District Court erred in failing to test obviousness under 
35 U.S.C. §103 on the basis of ofviousness of conceiving the 
claimed combination (C.T. 127-128). (This error represents Ap- 


pellant's point 18.) 


3. The District Court erred in concluding that the overwhelming 
weight of expert testimony was that it would have been a fairly 
Simple matter to modify the earlier devices or to combine fea- 
tures well known in the industry and long in use, and come up 
with a aeviee following the Pickrell design (C.T. 128); and in 


mes tOllowing £indings which relate to this conclusion; 


(a) "the overwhelming weight of credible evidence is to 


the effect that there was nothing unique, novel or 


extraordinary in the design of a V-shaped coffer- 
dam wand that the Court could welll take qudicral 


notice that such was the fact (C.T. 130); and, 


(ob) “...on the entire record that the Pickrell device 
presented nothing that was not obvious in an ar- 
chitectural sense, nor did it demand new tech- 

MigGues Of COnSseructlOn.s (esl loi). 
(This error represents a regrouping of Appellant's points 3, 9 


ema. 14.) 


Peeecne District Court erred inj teeating, the Pickrell anvention 
4 

as residing in a cofferdam, per se, instead of the admittedly 

Mevel combination set forth in the claims in sunt (C.T. 12s)7 


(This error represents Appellant's point 4.) 


peeeione District Court erred in finding, in effect) Ghat, tne 

Beast Guard regulations, and particularly No. 32-60-10) dictatca 
Or rendered obvious the Pickrell invention set forth in the claims 
moesuit (C.T. 129-130) and in finding and concluding the follow- 


ing with respect to the regulations; 


(a) the controlling reason for the inclusion of the V- 
shaped cofferdam in the Pickrell design was Coast 


Guard Regulations 32.60-10" (C.T. 130); anda, 


(ob) although the cofferdam was without precedent in 
the industry, the cofferdam's form and location 
were, in view of prior developments in the in- 
dustry, all but spelled out for Pickrell by the 
SoastiGuard Reculatroncm (cer ick). 
(This error represents a regrouping of Appellant's points 7, 10 


ema L5.) 


6. The District Court erred in refusing to apply the doctrine of 
mio COUrt in Twentier's Research, Ine., v. Hollister. [mem ols 
ee 2a 698 (1963) , to the facts of this case and to hold that the 
Coast Guard Regulations "createdgthe problem, but did not pEO- 
vide the solution.” (C.T. 130). (This error represents Appel- 


Wane ’s point 8.) 


Jee rine District Court erred whensit found: 


(a) "Admiral Murphy's testimony indicates that someone 
brought a device similar to tne Pirckrell pacers 
* the Coast Guard's attention in 1957, long prior to 


the Pickrell invemtione (Coles) 3) rome 


(b) es relaced to tne testimony of Admiral Murphy and 


the design of the device brought to the Coast 


Guard's attention...there was nothing in the Be 
tions of the Coast Guard at the time of the re- 
view of this design that is in any way helpful to 
ee O baa mes fi C .Tesunies Lye 
(This error represents a regrouping of Appellant's points 12 and 


a3.) 


oe. Ine District Court erred in failing to give Appellant the 
mui value Of the presumption Of validity of the Prekrell™ eaceme 
Pricer 35 U.S.C. §282 and in conceding the following co suppor 
its me aement of the presumption: “Although, as previously men- 
tioned, the prior art not consid®red by the Patent Office would 
have added nothing material to that which was considered, each 
article of that art, would have added something to the evidence 
in this proceeding that the Pickrell design was obvious.” 

(e2T. 131): (This error represents a regrouping of Appellant's 


mowmtes 16 and 19). 


9. The District Court erred in finding the Pickrell patent in- 


cai. (This error represents Appellant's point 20.) 


SUMMARY OF ARGUMENT 


= 


ie Une evidence betore the Dicerier: Coure ca cmmorme—— 
Poiolashi, withan the provisions of 35 U.S.C. 6103. thac chemeaies 
fmemences between the Subject matter of Ehe Claims Of the 
Percrell patent in Suit and the prior art are Such Emer tmevoul— 
ject matter as a whole would have been "obvious at the time the 
POvenctLOn was made to a person having ordinary Skill an the are 


to which said subject matter pertains." 


2. the District Court, erroneously, £ai Ved @co cesses op 
viousness under 35 U.S.C. §103 on the basis of obviousness of 


conceiving the claimed combination. 


3. the Coast Guard Requllations, at mOcu ee lec mrome ie 


erGation of the problem solved by the Pickrell invention, 


4. The District Court’s treatment Cf Adnaral Miurony "cs 
Bestimony aS indicating ”...that someone brought a device simi— 
jar to the Pickrell patent to the Coast Guard's attention in 
E957, Long prior to the Pickreld invention” was clearly errone-— 


(COWS 5 


Se nea Disctmice COurL fatled to give Appel veneer 
ole vealue OL Ene presumption oz validity of the Pickrell pat 


Mime which lt is entitled under 35 U.S.C. §2822 


6. The claims of the Pickrell patent here in suit are 


valid and infringed by the accused barges. 


ARGUMENT 


MO OVIOUSHeSS Under Bo UlSnCe ea lOs 


Before undertaking 2 eevicw Of Ene Dicer louse umes 
treatment of the Pickrell patent under this statute, it will be 
To IeeecOureview thie plain wording ©: thesstacutc mmm emocccuecs 


Bete Sent rery — reads ac 2ollows: 


“Ss £03, Condttivons ton pacencasiilicy, nen. 
obvious subject matter 


A patent may not be obtained though the 
amnvent1on 2S nO wadenrically Gisicvescd Ormsocs 
Scribed as set fTorth in section LOZ of Enic 
title, if the differences between the subject 
matter as a whole and the prior art are such 
that the subject matter would have been obi- 
ous at the time the invention was made to a 
pessom naving ordinary skill in ene ace uo 
Whee Said SUD Jece Matter pertains. Patent 
apiinty shall mob be negarived by the manner 
Ipeiel Ene winvenciloOn was made. 


[eo Otdr a> the anstane Suit 28 concerned, the key eee aan Or 
mers ScacuLe 2s believed tO reside an its requirement that Ene 
"Subject matter as a whole would have been obvious at the time 
oc invention wes made to a person having ordinary skill in the 
art to wnich said subject matter pertains.” (Emphasis supplied.) 
Mais provision requires that the claimed subject matter be con= 
Sidered as a “whole” and tested for obviousness as of the time 
the invention was made. The latter condition, in effect, for- 


bids the employment of a hindsight.test to determine obviousness. 


Whale LTE 1S urged Ehat che Dictr1ect Couvi ser voce tie es 
application of the statute by trd&ting the invention as residing 
in the cofferdam per se, rather than the claimed combination as 
ep wnole”, appellant relies primarily on the Counc Ss Creatmeoue 


Seyene obviousness test for the error urged umder 93595075 -C 3) c10-= 


The obviousness test for the determination or patentable 
invention, and the admonishment of hindsight in the application 
of this test, has long been recognized in the Ninth Circuit, as 
Peeecencea by ParlLerson—-Ballagn Corporation Vi Perry Maes ee 
al, 201 F.2d 403, 96 USPQ 206 (1953). In the Patterson-Ballagh 


ea-c JUCGe Orc, speaking £Or the Court, commented: 


to color the seeming obvi- 


“Hindsight tends 
foet is true con- 


ousness of that wnich in 
(ee Mie Ola vOmmor OI air cs 5 


merc cca Diamond Rubber Co. v. Consolidated Rubber Tirelcou 


435 (1911) for this now classic language: 


"Knowledge after the event is always easy 
n ioe OG i hi 


d proplems Cneeo Solved osesec 
indeed, may be represented as never 


and expert witnesses may be 
brought forward to snow that the new thing 
which seemed to have eluded the search of the 
world was always ready at hand and easy to 
DeVSCenN Dy sptetely oki fy cer ome lone: 


ULELes , 
having nad any, 


mieeDiSstrict Court here, while conceding “the face = thacecne 


Pepe reli corferdam was unprecedented” (Clr. 128) andvecni scum 


fe2ee, “the Pickrell patent does a jOb which no priacer cdesicqmeac— 


GComplaisned” (C.T. 124), chooses to rely om the, necessarily, hind- 
This can be seen from 


Sight testimony of the expert witnesses. 


meserOollowing conclusion (C.f. 128): 


"The overwhelming weignt of the expert testi- 
mony is that 12 would have been a fairly 
Simole matter to modify the earlier devices 
or to combine features well known in the in- 
aQustry and lone in use, and come Uo wich a 
Gevice LOllovwing ere Piccoli ocr aie. 


Mae District Courte reached this conclusion in Spite of the fact 


mace nNOne of the experts called upon laid any claim to having seer 


meme oncel ved Of Ene Prekrele anvencion prior to ats maxime. 
eee Cwm acmlesiOns aS tO Une novela and utility of Ene 


meececell invention, as are well summarized at C.8) 127) ac 


HOLLOWS = 
@ 

"Certainly, the Pickrell design is “new 
and useful.' It does ‘increase the con- 
venience’ in loading and unloading the 
Grain Carrie.,, along with) Ehe eetrvol eum 
PrOCCUCES. “~ie Ces “extend the wee’ “oF 
VESSeUS Sueeemroncarcr yao Och Cangcesr 
and it does ‘diminish the expense' of the 
carriers, handlers and producers of those 
Preecuces. [le due antvoduce ve usatery fea— 
ture not found in other V-shaped grain car- 
riers, but the same features were involved 
a Cuno.” 


Tne latver quote as taken £rom Ghat porcsenm Or sence mae — 
momen COUrt. S Opinion relaring EO the decision in Cuno cone ms 
Pucomatic Devices Coro., 314 U.S. 84, 51 USPO 272.0794 weenarcene 
PuovicloOns Of 35 U.S.C. $103, e5 interpreted wm Granola 

? et_al, 383 U.S. 1, 148 USPQ 459 (Feb- 


Bloom Deere CO, 7Ot Kansas) 
mueney 21, 1966). In this: portion the Court conciudec (Cc. 27) 


"ne Pickrell device, ---- does not in the last 
@nalysis, portray anyching beyond Ehe work ot 
OMe Who was merely ski lled= in Nic calling 


ments SUOMitted that in thus concluding the obviousness mssue 


on the basis of the Graham decision, the District Court has failec 


mememolly the Guzdelines Of the Supreme Court Set fortn in ene 
G-enem decision to the invention here uncer consideration. 
These guidelines may be found in that portion of the Granam de- 
Sesion cuoted by the District Court at C.T., 129 and are here 


again quoted for the sake of emphasis: 


"Under § 103, the scope and content of the 
prior art are to be determined; differences 
petween the prior art and the claims at issue 
aeenle be ascereainea- ane ene ove ormem. 
GCiiecy Skill dn eete Pere neie saws, Gesouoer 
Against this background, the obviousness or 
unobviousness of the subject matter is deter- 
mined. Such secondary considerations as com- 
mercial success, Long felt but unsolved 
needs, failure of others, etc., might he 
UELLIZEG CO Give Paggee- oc Ene ve eeUne tomcce 
surrounding the origin @£ the subject matter 
Sought to be patented “AS andveila of obs 
ousness or nonobviousness, these inquiries 
may have relrevaney cee NOte wouUDtesceo ue. 
‘Nonobviousness,' 112 U. Pa. L. Rev. 1169 
(2968). 3” 


THe Disecice Court Ss fadvure tomapply esomgurecl igo. 


O 
Fh 


the Supreme Court in the Graham decision is believed cmonstrate 
in the following representation wherein the factual inquiries 
G@irected by the Supreme Court are applied to the Pickreil inven- 


eon: 


meme tne scope and content of Here the prior art has been 
eRe OF LOe art . Shown to contain: barges with 

Single walled V-shaped cargo 
holds, as demonstrated, for 
exemple, by Baxge R-Je (Bies7—-- 
37-3); dual cargo barges twa. 
horizontal and/or vertical cof- 
ferdams, as demonstrated, for 
example, by the barge @ Umaculne 
(DX 53) and U.S. Patent 2,594 -— 
930 to Hudson (Px G)- ana the 
regulatory requirement that, 
under certain circumstances, 
cofferdams in a general sense 
be provided between specified 
classes of cargoes [see the 
United States Coast Guard "Rules 
and Regulations for Tank Vessels 
(Px 25)). The PriGr are nas 
not been shown to encompass 


within its scope, however, 2 


is 


The differences between 


eS Prlenr are and sene 


claims at 


issue. 


Cargo VeESSeCl ina s mie meess 
acmitted by the Districe Cours 


(Cat ee 


It is here noted that the claims 
MGasure the @ivenes on erem ere 
the claims in issue (1, 6, 8 
and li) each defines a dual 
cargo vessel naving a V-ciecee 
cofferdam adapted to separate 

a Liquid cargo "carried yege--— 
below —Erem a Gey Cargo ucararee 
thereabove and to facilitate the 
selz unloading G2 eeacwein7 sce Her 
THE PKIOLr Ae Cirrersmecom che 
Claims 4m WSsue (ees teeter Loews 
the teaching of a barge having 

a V-shaped col rerceaen vor. 720> 
Chat Macten | anv coach bcmac 


eli One. V—-smepea eon ecroan. 


met 


The level of 


skill in the 


Sue . 


Crcdinary 


(Ske waaleuane, 


This has been aptly demonstrated 
by the testimony of the archi- 


GeCt GL Che accused Sargecpee nea 


Appellee's expert witnesses 
Who £OlloOwed fan | Speccmenceaian 
Mr. Glosten (cated pyc esac. 
pellant) testified Ehat tories. 
tO Appellant “S Berge 6m ema 
Mever Seen 4 V-siepecnco oe a. 
dam (R.T. 2380-281). Apvellee's 
expert witnesses made similar 
admissions [see, for example, 
Give CeStimony Of Pig o oe] u lemme 
(R.T. 313) |]. De sme User cre 
NibiLecane Clac meme acme ier 
Glosten, nor Avpellee's expert 
WEEnesses lard san acla ime ce 
having conceived eeie conecooe 
Giga SacGe having a) V- hapea 

el ewarsenateen() lerencerge ne aucc lisem 


alerted to the invention of the 


patent in suit. Their con- 
ceptions of what was obvious 
were all made in "hindsight" 


fashion. 


Against the background demonstrated by the above analy- 
sis; the aforementioned concession and admissions of the District 
Court; and the established treatment of the obviousness test by 
thas Court, Patterson~Ballagnh Corporation v. Perry M. Moss) et 
Eliecupra, 1esis believed clean thal chevAppelleownacenoercocae. 
lished that the Pickrell invention defined by the claims here in 
Suit would have been obvious within the provisions of 35 U.S.C. 
§103. Accordingly, it is respectfully urged that the District 
Court erred in finding the claims invalid on the basis of this 


statute. 


[eee the District Court s Test of Obviousness 


It has long been recognized that every inventive act 


involves a twofold process, namely: 


1. the conception of an idea by the inventor; 


and, 


2. the application of that idea to the produc- 
tion of a practical result. 

"Neither of these elements is alone sufficient. 
An unapplied idea is not an invention. The ap- 
plication of an idea, not original with the per- 
son who applies it, is not an invention. Hence, 
the inventive act in reality consists of two 
acts; one mental, the conception of an idea, 

the other manual, the reduction of that idea to 


practice." I ROBINSON, THE LAW OF PATENTS FOR 
USEFUL INVENTIONS §77 (1890). 


The Courts have recognized the twofold characteristic 
of invention and that patentable inventions may, in effect, re- 
Side in conception. In this regard, the Court's attention is 
here directed to the case of In re Hult, 162 F.2d 476, 74 USPQ 
158 (C.C.P.A. 1947) wherein the Court of Customs and Patent Ap- 


peals commented: 


= 34 ce 


"The rule has been so often stated, and is so 
well understood as to call for no citation 

of authorities that the assembling into a 
new article of a number of good features of 
the prior art may involve invention and he 

CE SUCKMUtEIIty and produce Such unexscered 
results as to be patentable. The conception 


Of a Structure of that character may be ehe 
invention, even though the assembly of age 


Pntolasunia ted structure would anvolve leeele 
more than mechanical skill after such inven- 
tion." (Emphasis supplied.) 
The underlined portion of the above quotation also makes it clear 


that the mere fact that an invention, once conceived, was readily 


reduced to practice does not render the invention unpatentable. 


Attention is here also invited to the following deci- 
sions and comments of the Courts therein which recognize the sig- 


nificance of conception in the determination of patentable in- 


vention: 


Zysset v. Popeil Brothers Inc., 276 F.2d 354, 124 USPQ 250 (C.A. 
7, 1960) certiorari denied 364 U.S. 826, 127 USPQ 555 


"A novel idea was incorporated. While it took 
mechanical skill to adapt the idea to practical 
use, and although’ the mechanics employed may 
have been obvious, the idea was not. It pos- 
sessed the ‘impalpable something which distin- 
guishes an invention from simple mechanical 
skill ‘gm 


ieoece Bay and Pox, 347 F.2d 597, 146 USPQ 47,48 (C.Cc.P-A. 1965) 

"Such a composition of matter is a new com- 

bination. It is necessary, therefore, to 

Cons der such a Comeinatlonsas an senemey, 

which embodies the invention for which a pat- 

ent is sought. In other words, it is neces- 

sary to consider the invention ‘as a whole', 

i.e., the mental conception of the invention 

as well as its embodiment in a particular com- 

position of matter. 'A patentable invention 

tS a mental result. “** The *2> produce 1s 

but its material reflex and embodiment.' 

Smathov. Nichols) @6.U.S2) (21 wall.) 122 sChe7a 
It is urged that the District Court failed to consider the Pickrel 
mivention “aS a whole” as required by 35 U.S 5C. SLOSiimethacese 
failed to test obviousness under the statute on the basis of 
both the conception of the idea involved and the application 
or reduction of this idea to practice. The District Court, ra- 
ther, tested obviousness only on the latter condition. This is 
Helveved evident from the fact that the Court had before 1teno 
evidence showing or suggesting the conception of a V-shaped cof- 
ferdam, or a barge incorporating such a cofferdam, prior to the 
Puckrell invention; and that the Court laid great weight on 1ts 
conclusion that "the plaintiff's witnesses practically conceded 
that there was nothing unusual or unique in the problems of en- 
gineering or construction presented by the Pickrell device." 


(C.T. 127-128). Appellant takes no issue with the District 


Court's conclusion regarding the problems of engineering or con- 


struction presented by the Pickrell device, but it See dispute 
the validity of the District Court's judgment insofar as it 
failed to ear eranes account and give proper weight to the con- 
@eperzon OL the Pickrell idea in determining the applicability 


Soo U.5.C. $103. 


eeeine Significance Of Ehe Coast Guard Regulations 


The District Court has found, in effect, Ghat the coace 
Guana Regulations, and particularly No. 32.60-10, dictated Gr 
rendered obvious the Pickrell inWention set forth in the claims 
dm suit (c.t. 129-130). This finding was based on the premise 
that, considering the state of the art, the existence of the 
Coast Guard Regulations requiring cofferdams between juxtaposed 
Cargo holds tO permit the vessel to Carry dual Carooec oruc 4. 
tain specified characteristics all but spelled out the Pickrell 
invention. The obvious shortcoming of this premise is that, 
while the prior art and Coast Guard Regulations may have indi- 
cated a problem, they did not teach Pickrell's solution to this 


problem. 


In these respects, the situation in the case here un- 
der consideration parallels that in Twentier's Research v. 
Bewmerster, sl9 F.2d 893, 138 USPQ 473 (C.A. 9). There Ene pate 
ent in suit related to an identification means for use on pa- 
memes 1f hospitals and other ianStitutions, The Districe Couns 
in the Twentier's case made a finding (15) that a suitable i- 
dentification means for such use 1s one which meets a criteria 
which was specified. The finding, however, included this ob- 
servation: 

"These criteria created the problem, not the 

solucdon.. 
In a further. finding in the Twentier's case, quoted in the de- 
G1Sa0n Of the Court of Appeals, namely Finding Nol 207) thespic- 
jmanec COurL found that Che 1dentitication means Giseteccde i mene 
patent met the criteria it had set forth and solved the problem. 
Nevertheless, it held the patent valid and infringed. The 
Source of Aopeals, in affirming, took note of the standand ae 
invention recited in the controlling cases and observed: 

tt 25 NOt a Gitiieculuerack to pdisceune ere 

foregoing indicia of inventiveness in the 

present patent. What is the ‘something’ 

Whleh Ehe @combi nation Of ali elements an 

this Patent Contributes to Ehe art, and 

renders the ‘whole' more than the ‘sum of 


his Parts 2 ft works. None of tie) prior 
devices did." 


In refusing to apply the doctrine of the Twentier's 
case to the instant suit, the District Court commented as fol- 


ttews (C.T. 130-131): 


"... Plaintiff's argument might have some 
merit if there was evidence or logic in its 
Support. The overwhelming weight of credible 
evidence is to the effect that there is noth- 
ing unique, novel Or extracrdindry in, esac 
Gesign Of 2° V-Shaped Corterdam. (For EhabemacS 
ter, the Cotre couldiwell takesjuditeio lene. 
t1Ce Ofwehat fact. Certaraly the creaticn oe 
such a V-shaped design would not require more 
ingenuity than that possessed of a mechanic 


skilled in ene art. 
From these comments it must be concluded that, in an effort to 
avoid the doctrine of the Twentif¥®r's case, the District Court 
has overlooked the very “evidence” which it proclaims was lack- 
Piceetm plaintifi s argument. Specifically, im conclidince ae 
Enenze 1S nothing unique, novel or extraordinary im the cdesien 
@iea V-shaped cofferdam, the District Court has ignored aesvowm 
Somecssion succinctly set Forth im the Opinion au eet ome. 
follows: 

"To be conceded, is the fact that the Pickrell 


cofferdam was unprecedented and was quickly 
imitated.---" 


he towcius, respectrulily urged that the preeenes Coure 
has failen prey to the same faulty reasoning pattern evidenced 
iegpenc CeStimony Of Appellee’ s experts at trial, ~Nameiyy, once] 
given the conception of providing a barge with a V-shaped cof- 
ferdam, it then appears impossible that the creation of the con- 
ception could have involved invention. Nevertheless, the weight 
Se -eene crediole evidence, by the total absence therefrom otvany 
Peaching Or Suggestion of the conception, points to the imes— 
Seoole conclusion that the creation of the conceprlom muse mr. 
fact, have been unobvious at the time the invention was made 


Peeemn the provisions of 35 U.S.C. S103. 


Poeelne District Court's Characterization of Admiral Murphnyus 
Ros cimOny 


Admiral Murphy's testimony, concerning a device that 
Someone brought to the Coast Guard, related to a barge having = 
Single W-shaped bulkhead separating adjacent cargo holds (DX 51- 
2). This device included no W- or V-shaped cofferdam and, thus, 
was no more Similar to the invention of the Pickrell patent than 
miewert Of record before the Patent Office, such as U.S s Pat— 
PmeeNO. 754,107 to Wolvin (PX 6). The single nature of Ene W- 


Shaped bulkhead disclosed in the device referred to in Admiral 


[misony SG EGStIMOny 15 Cvadent from Observation Sf Ene =skcrcn fon, — 
mae part of DX 51-2 and following comments Sound in the Coase 
Guard memorandum forming part of the exhibit: 

"ACCOrGdingly, 2t as recommended that ve che 

proposed design is formally submitted to the 

Coast Guard, 16 be approved only af a corter— 

Gam Us Provided Iie te way On. Ene dec sac. 

pressions." 
Meommenis quotation 1t as cléar that the device under considera] 
mon by the Coast Guard was lacking Of a cofterdam similar re 
amteaeror che Packrell anvention. Accordingly, the DustricesCouaas 
Beacacterization of this testimony (Cef. 131) as indicacingm euee 
someone brought a device similar to the Pickrelli patent to the 
@eesce Guard's attention in 1957, long prior to the Pickrellera— 
Vveneion was clearly in error, if it was intended tO mean Ena 
PircedeyviCce was more Similar to the Pickrell invenevom chanecre 


mecord art before the Patent Office in the prosecueton ee tac 


Pickrell patent. 


With respect to the preceding quotation from the Coast 
Guard memorandun,it is noted that no reference is made as to how 
a cofferdam might be provided “in the way of the deck depressions” 


Or wnat shape such a cofferdam might have. Thus, the memorandum 


men be given nowmore weight chan the Coast Guard Requletions, 
Since, althougn it points out the cofferdam requirement, it does 
not suggest the form of cofferdam embodied in the invention de- 


memea in the claims of the Pickrell patent in suit. 


BE 2S here noted that Dx Sl-2 muse be Ereeced as ezocae 
PeeeiiOny, Lather than prior arc. Yois resules pecause by, 
Admiral Murphy's testimony (R.T. 320), Coast Guard files of the 
Pacuce OF Ehis exhibit are not available to anyone Gener than 


the man who submitted them. 


x 


Deuce aesumotnron On Valadiuty, 


The Paeckrell patent 2n sult, No. 3,033) 1207 cewe. 
Bourse, oresumed valid) ihe Statuce (35 UlS.Cs $2382) "se ere ceo 
in this language: 

"A patent shall be presumed valid. The 

burden Of SStaolweiiig ively Ore. 

Pacene Shelli reset Cio early ascecting a.com 

Tne eheraceerizetioOn Of Tme wurden has nee macerrat i, 
efenged since it was declared with empnasis by Chier justice 


Peeies, i) Munn ve vieseon 4%. Dicker & Sons, 301 U.S. 168, 33 


MoPQ 247, 


Oe 81952, 


as a heavy one. This language was employed: 


"The issue of the patent is enough to show, 
nti @eEne contrary apbears Genet allecie 
Sreci lions uncer whwen a aiscovery 1S Paes 
entable in accordance with the statutes 
have been met. Hence, the burden of prov- 
Lng want Of Wievelty 8s Upon nim who avers 


le. Walker On Patents Sec. i262 “Not 


only 25 the Durden to make Good Enis ce 

fense upon the party setting it up, but his 
Dureen 1S a Heavy "ome, 25 2b est ocer meme 
that ‘every reasonable doubt should be re- 
Solved agalnse ham’ id. Cancreil vo Wallia 
Supta> COrfin Ve OGGer Pow Wa Wile O velo. 

The Barbed Wire Patent, 143 U.S. 274, 2324, 
285 2camson Vv. Gilliland, 242 0.5. 250 esos 


- 


Mars COUrt, Even after Ehe EGnhectmenewe: enero ce er ce 


followed the rule of thd#Mumm case, supra. In Patterson- 


Ballagn Corcoration v. Moss, et al, supra, Judge Orr, sveaking 


mommeene COUGG, bed this to Say: 


"Appellants had the burden Of Sroor Gh” ene 
quescion Cl “Ere validity Of Gaew oso Pace 
Since a presumption of validity arises irom 
tne 1Ssuance Of a patent. Mumm Vv. Jacob £7 
Decker & Sons 2500 U.S 2ice wy helices 
Ped Gmeorporation of America Ve Rado En- 
Gineering Paboracories i nGewe 29s Uso.) a 
(1934). Reasonable doubts must be resolved 
in favor Or tne validity cr thesparene ae eo 
presumption created by the ection of the 
Pacent Orrice 1S Ene resule of Ene expere— 
ness Gf an adminastreative body ecting wien 
iW 2S Spectre PAScld anc can pe overcome 
Omiy by clear and convincing proor ene Dice 
cCriceEcoucte FOunGgstmeat Ehemappe lances hadm.ot 
Meters Durden Of proof. “TE cia inet jes. 


tie Dusteree Court here Mas carcrully compared seneoupnver 
pee CONSicdered by the Patent Office in the prosecution of the 
application which matured into the Pickrell patent with the teach- 
ings of the prior art devices which have been urged by Appellee 
mieetrial and has concluded (C.T. 123): 

"7 find that the submission of the teachings 

Ca srnesereeviCeseVOuUld Nee Have mmarer lami, 

added to the prior art which was actually con- 

sudesed by ehe PatenteOrreice during Ene tecurce 

of prosecution of the Pickrell Patent." 
The Court, however, chose to overthrow the presumption of validity 
meeouded the Pickrel] patent under 35 UlLS.C. $262 inei ts stole, 
ing treatment of the presumption (€€.T. 131): 

"Although, as previously mentioned, the prior 

art not considered by the Patent Office would 

iheve adeed MOtning mater wal toncnet while yas 

eeonsidered, each article of that art, would 

have added something to the evidence in this 

Dreceecdimg that the Preckrell design was eo 

ous.” 
Thus, while conceding that the art urged by the Appellant would 
not have added materially to that before the Patent Office, the 
Drstrict Court has overthrown the presumption of validity atcaen— 
ing to the Pickrell patent on the nebulous, and apparently incon- 


Sistent reasoning that this art added "something" indicating that 


the Pickrell design was obvious. It is respectfully submitted 


Grae il SO Overthrowing the presumption of validity the Counce 
Mmemootc directly contrary tO the dictates of 25 U.S.C.) S262 

emda the established treatment of the presumption set forth in 
Eve Mumm and Patterson=-Ballagh cases, Supra, requiring that, in 
considering the presumption, "reasonable doubts must be resolved 


imeravor Of the validity of the patent.” 


6. Validity and Infringement 


As previously mentioned herein at pages 11 to 14, the 
District Court's judgment of invalidity was based solely on an 
bPeplacaction of 35 U.S.C. §103 to the claims of the Pickrell pat- 
Peewin SUit. In its application of Section 103 the Court wimeer— 
fect, expressly overthrew the presumption of validity attaching 
to the claims under 35 U.S.C. §282. On the basis of the fore- 
going sections of this argument, it is respectfully submitted 


that the District Court erred in thus treating the patent; and 


that the claims of the patent here in suit are, in fact, valid. 


If the claims in suit are valid, then there is no ques- 
tion that they are infringed by Appellee’s accused devices. This 
has been spelled OUEsby Ene DistrT Ce Countess collowingecind= 


mag at C.T. 132, as follows: 


Time ne Pickrell pacene temdeclanea valid: 
then I would have no hesitancy in holding 
Enatederendant Ss barges, built, converted 
and operated by defendant infringed Claims 
1, 6, 8 and 11, of the patent in suit in 
the specifications as set forth in para- 
Grach 2) subdavesaons (a) (>), (ce) and Cel) 
em pages 8 and 9 ef the pre-trial jorder, 
that the acts of infringement were know- 
ingly, willfully and wantonly committed 
and that plaintiff would be entitled to in- 
junctive relief against further infringe- 
ments.” 


CONCLUSION 


The District Court, in closing its Opinion, commented 


eemrollows (R.T. 132-133): 


"Although adding no weight to my findings or 
conclusions, I must say that my sympathies are 
entirely with the plaintiff's position. It 
seems unfair that the patentee is not entitled 
to the benefit of putting together what might 
be termed a jigsaw puzzle and making it work. 
It would seem that he should be deserving of 
more than applause for a job well done." 


Te ae) fespectrully submatcedsthnae tne patentee lc mats 
deed, deserving of more than applause and that, for the reasons 


set forth in the foregoing argument, the judgment should be re- 
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versed and the case should be remanded to the District Court for 


Pmury OF judgment in favor of Appellant. 


Respectfully submitted, 


JOHN R. GILBERTSON 
JAMES M. NAYLOR 

JOHN K. UILKEMA 
Counsel for Appellants 
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The following are the points on which Appellant, 
RETZ-PATCO, INC., intends to rely on this appeal: 

i. The Trial Court erred an conelucdang that /encues 
ject matter of Pickrell and the prior art, including the Coast 
Guard Regulations, was such that the subject matter as a whole 
would have been obvious at the time the invention [sic "was 


made"} to a person having ordinary skill in the art te which 


Saia subject matter pertained." 

2a he Trial Court erred in conelmemng Meat the 
er cli device, when viewea in the lich@ "er eherdeais:on an 
MnO, ene Ene provisions Of 35 U.S.C. $103, es) interpreted an 
Geepen Vv. Jonn Deare Co., supre, does not, in the last analivsi 
portray anything beyond the work of one who was merely skilled 
maciis Calling.” 

2- ‘the Trial Court erred in concluding chat ememeums 
whelming weight of the expert testimony was that it would have 
been a fairly simple matter to modifv the earlier devices or t 
combine features well known to the industry and long in use, 2! 
come up with a device following the Pickrell design. 

4. The Trial Court erred in treating the Pickrell if 
vention as residing in a cofferdam, pec Se, instead Of Thesece 


. 


mittedly novel combination set forth in the @leaimseen suse. 

a. The Trial Court erred in applying@a purciy s mead 
Srqont test of obviicusness Eo the Pickrell aGevencaoen. 

6. The Trial Court e@xred in accepting end relying ss 
the “hindsight" testimony of Appellee's expert witnesses as a 
esis fox a holding of invalidity of the Pickrell oacene Deca 
of asserted cbviousness under 35 U.S.C. §103. 

de the Trial Coure exred an finding, sane crtcen, see 
Bec Coast Guerd Regquiations, and particularly No. 32.60-10, 
dictated or rendered obvious the Pickrell invention set forth i 


the claims in suit. 


te) Lae Semel CEUrt Grrca in rermtsing to agemy 
erase of the d@eision of this Court Bn Twentierts Research, Inc 
Pees estore Ines, 319 Fi2a) S86 (1963), £O Ene Pecesceor ee] 
HOLG Enat che Coese Guard Regulations ‘“ereatea were 

ti rope wan 


ect that 


lo os 


eecolen, but aid & 
Se Dis oe tem OUure esre 
whelming weignt of the credible evidence is to the eff 
extraordinary in the design 
court could well eace jue! 


that the 


nere was nothing unicue, novel or 
and 


er 
ferdam" 


thet such was the fect. 
Court erred in concluding thaw tices: 


inclusion of the V-shaped cofferdam in 


Coast Guard Regulation 32.60-10". 


trolling reason for 
a in concluding tier thee 


Peewee 
Cowes 
ign would not require more ingenuity 


el V-sh 
sessed of A mechanic silica it creeene 
: that "Admiral! 
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The Trial Court erred when it found 
yis testimony indicates that someone brought a device sim: 
in 


eee 


Murpn 
x to the Pickrell patent to the Coast Guard's attention 
y LONG prvoc to the Pickret™ invention... 
The Trial Court erred in finding that there was 
as related in the 


dSe 
Pang 1% the actions o£ the Coast: Guard, 


noes 


Les J 
eeetanony Of Admiral Murphy, at tne tine of ehe sevtew at ene 
dd@icn forming tne subject metter thereof, thak is in eny way 


heipful to the plaintiff 


e4. “rmne Telia Court erred in finding, on ted@ entire 
Becord, wiaetl tre Pickcell device presentec nething which sas om 
@evious in en drchitecturak®sense, nor did it cemaénd new tech— 
Mvemiss OF CONScruction. 

iS.) Phe fiieal Court erred in finding 2a cowemce a, 
het sitnough che cofferdam was without preeecent in the imdus: 
S form and lecation were, in view of prior 
Pegecie Codie Cuaerd negulstions, 
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ea. by the Watent Office would hevercaee 
motning material to that which was considered, each item of tn 
art would have nevertheless added something to the evadence in 
this proceeding that the Pickr@il design was cbvious. 

7. he Trial Court exred when it coselucec cre 


Pickrell‘s testimony, that "the Russell Barges and the Russell 


Patent made obvious cvery feature of his desicn, with the excet 


1@. Whe @rial Court erred in RolainG Geeta oe. 
iesua invalid when it tested obvicvutness under 35 U.Seec. §103 < 


tne Dasis of the engineering problems which would be involved i 
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19, ‘the Gries Court erred in failing Yo giver. 


See Ve luc Or cic PResSUMpELON OL Velicity On teneeetemeeL. 


patent and in failing to recognize that Appellee had not sus- 
tained its burden of proof. 
20. The Trial Court erred in finding the Pickrell 


patent invalid. 


JOHN R. GILBERTSON 
JAS. Mo NAYLOR 
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